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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claims contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Applicants apparently are concerned with establishing a printed circuit board which has 
a fine wiring pattern having "pitch widths" of less than 30 microns (Cf. page 3 of the 
Specification). Applicants form a 1 st metal layer e.g. Cu, Ni, Cr, Mo, W, Si???, Pd, Ti 
Va, Fe, Co, Mn, Al, Zn, Sn and Ta (Cf. page 15 of the Specification) on a polyimide film 
(or a polyester, polyphenylene sulphide, liquid crystal polymer (Cf. page 14)), and a 2 nd 
metal layer, e.g. Cu on the 1st metal layer. Applicants then use a "micro- etch" to 
dissolve and/or passivate the metal that forms the base metal layer ( Cf. Specification 
on Page 21) This etching solution may also contain sulphuric acid/hydrochloric acid 
mixtures and an aqueous solution of sodium permanganate and potassium hydroxide 
(for Cr). (Cf. page 22 of the specification) It cannot be understood how an etching 
solution will take or eliminate some of the remaining metal material and at substantially 
the time passivate the remaining non -preferred metallic material. Moreover it cannot 
be understood and applicants do not teach one how or why it is that the etchant 
responsible for the acts of etching the remaining metal particles will not also 
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etch/passivate the wiring patterns (which is the necessary or functional part of 
Applicants' process) 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, assuming that the specification is enabling, is further rejected under 
35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. 
Applicants recite (in claim 1) inter alia ... microetching is carried out, and then, the base 
metal layer is treated with an etching solution, which is capable of dissolving metal and 
has a function that it can passivate metal that is remaining in trace amounts, to dissolve 
and remove most of the metal that forms the base metal layer exposed between the 
wiring patterns and to passivate a trace amount of a residual metal which has not been 
dissolved by treatment... . It cannot be understood what is intended by Applicants. That 
is the metes and bounds are not well defined. Applicants have an etching step for 
production of the wiring pattern. Subsequently Applicants have another etching step 
which involves "an etching solution" also. What positive step does the recited 2 nd 
etchant perform? Does this 2 nd etchant dissolve the remaining metal? Does this 
etchant passivate metal? Does this etchant both etch metal and passivate metal? 
Moreover what does the term "residual" mean in the context of claim 1? Furthermore it 
is unclear in claim 1 as to what "metal layer of a base film " Applicants are referring or 
whether the "metal layer" is the same as "the base metal layer". Moreover is the "base 
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film" the same as the "insulating film" recited in line 2.. Also "the above step" (line 5) 
lacks a proper antecedent basis. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claiml , assuming that the specification is enabling and assuming that the claims 
are clear and definite, are further rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cordani (Pat No. 5,207,867); hereinafter Cordani. 

Cordani teaches a method for making a printed circuit board which has an initially 
metal-clad substrate. In an embodiment Cordani teaches etching the metal clad layer 
and then fabricating printed circuit by a subtractive method , i.e. selective etching away 
of metal to form a circuitry pattern (Cf. Col. 4). Cordani also teaches reflowing a tin/lead 
resist rather than etching the resist. (Cf. Col. 5). The etchant is made such as to be 
effective as to be a metal etchant e.g. on copper and also on exposed insulating 
material surface to bring about microetching and removing of metallic particles therby 
providing the insulative surface with larger electrical resistance. 

Claims 1-4, assuming that the Specification is enabling and assuming also that 
the claims are clear and definite, are further rejected under 35 U.S.C. 102(a) as being 
anticipated by Yoshiyuki et al (Japan Pat. No. 2003188495) (of Record); hereinafter 
Yoshiyuki et al. To the extent that Yoshiyuki et al and Applicants' Specifications are not 
fully understandable (and given the fact that the Examiner has not had the benefit of a 
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full English translation of this foreign teaching at this time and further given the fact that 
Yoshiyuki et al teach forming a metallized polyimide substrate by initially etching a metal 
coated polyimide film (which metallic coating has a 2 nd metallic layer) to provide a wiring 
pattern and etching again with an oxidizing agent e.g. potassium permanganate, 
potassium dichromate and hydrogen peroxide), it appears that there are different 
authors in this foreign document than who are applicants of the claimed invention. Sako 
Takefumi is an author of the prior art teaching and this person is not listed as an 
applicant in the instant Application. Tatsuo Kataoka and Yutaka Iguchi are applicants in 
the instant Application but are not listed in the Japanese publication cited herein. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. J. Arbes whose telephone number is 571-272-4563. 
The examiner can normally be reached on M, T, R and F from 8 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, P. Vo, can be reached on (571) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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